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IN THE UNITED STATES DITRICT COURT FOR THE
NORTHERN DISTRICT OF ILLINOIS, EASTERN DIVISION

Eaveny

BEST VACUUM, INC., an Jllinois ) -
Corporation, )
Plaintiff, ) T e
) G35
)04 C 2249 .
v, . KnCRiAn SRS
;- "S u_)\%_( \\\.ﬂﬁx Q"_EJJES-A\: “ul.E ; Taehidovdad
IAN DESIGN, INC., a New Jersey )
corporation, 3
Defendant. )
NOTICE OF FILING

PLEASE TAKE NOTICE that on September 26, 2004 I have filed the attached
PLAINTIFF’S REPLY TO DEFENDANT’S BRIEF IN OPPOSITION TO PLAINTIFF’S
MOTION FOR PRELIMINARY INJUNCTION, a copy of which is attached hereto and
served upon you. :

CERTIFICATE OF SERVICE

David M. Adler, an attorney, certifies that in accordance with Loca) Rule 5.3 of the
United States District Court for the Northern District Of Illinois, he caused a copy of
PLAINTIFF’S REPLY TO DEFENDANT'S BRIEF IN OPPOSITION TO PLAINTIFF'S
MOTION FOR PRELIMINARY INJUNCTION to be served upon:

Charles Lee Mudd, Jr.

Law Offices of Charles Lee Mudd, Jr.
3344 North Albany avenue N
Chicago, Illinois 60618
Attomney for Defendant .
by placing thé same in a United' Sates Post Office Box located at 2 North LaSalle Street,
Chicago; Illinois, postage prepaid, this 26" day of September, 2004.

David M. Adler, Esqg.

David M. Adler, Esq.

DAVID M. ADLER, ESQ. & ASSOCIATES, PC
2 North LaSalle Street, Suite 1600

Chicago, IL 60602
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Phone: (312) 379-0236
ISBA #6242403
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IN THE UNITED STATES DISTRICT COURT FOR THE
NORTHERN DISTRICT OF YLLINOIS, EASTERN DIVISION:-

BEST VACUUM, INC., an Illinois
Corporation,

—— = e
G::;;-— e T efna

w0 ARG

No. 04 C 2249

Plaintiff,

V.

JIAN DESIGN, INC., a New Jersey
Corporation,

\-—PUVV‘-—JUM—.—’\-"VU

Defendant.

PLAINTIFF’S REPLY TO DEFENDANT’S BRIEF IN OPPOSITION
TOQ PLAINTIFF’S MOTION FQR_.P,RELIMIH.{}RY IN.J,UNCTION

Now comes Plaintiff,' !]éést"ff’:acﬁum, lhé., an Iilihoié' Corpdrat‘ibn,'by" and through its
attorneys, in reply to Defendant’s Memorandum in opposition to Plaintiff’s Motion for
Preliminary Injunction, states as follows: '

I. INTRODUCTION

Plaintiff, Best Vacuum, Inc. (“Plaintiff”) filed its complaint against defendant, Ian
Design, Inc. (“Defendant”) alleging that Defendant’'s use of the Internet domain names
“pestvacuumeleanmer.com” and. “bestchoicevacuums.com” infringes, dilutes and unfairly
competes against Plaintiff’s use of its trade name and trade mark “Best Vacuum.” Plaintiff
brought a Motion for Prelinﬁﬁary Injunction to prevent Defendant form using the domain names
at jssue pending resolution | of "_ this lawsuit, This brief is in response tp' Defendant’s
Memorandum m opposition to Plaintiff’s Motion for Preliminary Injunction.

| . BACKGROUND

Since 1983, Plaintiff has used the trade name and the trademark “Best Vacuum” to
promote the sale of its vacuums, and other products. In May of 1996, Plaintiff registered the
Internet domain name “beswacuum.céam.” Since that time, Plaintiff has actively promoted the
“Best Vacuum” mark through advertising on Internet search engines and directories and sold its
products via the Internet. Plaintiff’s application to register the mark “Best Vacuum” islcurrcn’cly
pending. | | :

In the winter of 200542(}04, Plaintiff discovered Defendant promoting itself and its

products over the Internet using the domain name “hegtvacuumcleaner.com,” even though
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Defendant’s trade name is “lan Design.” Following Plaintiff’s notice of claim to the exclusive
right to use “Best Vacuum” and Plaintiff's demand that Defendant -cease using

bestvacuumcleaner.com,  Defendant  registered  another  similar  domain  pame,
“pestchoicevaciums.com” and applied for registration of “bestchoicevacuums.com”™ as a
trademark. Following registration of the domain name, “bestchoicevacuums.com,” Best Vacuum
filed the present lawsuit to prevent consumer confusion, to protect its trademark “Best Vacuum™
and to enjoin Defendant from registering and using any domiain names that are confusingly
similar to the “Best Vacuum” trademark.

OI. ARGUMENT

Plaintiff seeks to protect twenty years and millions of dollars of investment in its brand
name from a newcomer who wishes to trade off the good will and good reputation associated
with Plaintiff’s mark by taking‘advantage of consumets who search the Interpet for Plaintiff’s
web site bestvacuum.com but who may, mista.kenly, find “bestchoicevacuums.com™ and
“bestvacuumcleaners.com” msf.cad This is the type of situation that trademark Jaw is intended
to prevent. Rather than exercising independent creativity, Defendant simply copied Plaintiff's
name in order to free ride on Plaintiff’s efforts and investment, A direct competitor of Plaintiff
should not be allowed to use Plaintiff's trade name and benefit from the long term investment
Plaintiff has made to make the “Best Vacuwn” mark famous. A preliminary injunction will
prevent the immediate harm that would surély occur should infringement and dilution of the
“Best Vacuum” mark continue.

Contrary to Defendant’s sweeping assertions, Plamtlff is not seeking to preclude the
Defendant from claiming in any fashion that [Defendant] sells “the best vacuum™ or the best
vacuums,” nor is Plaintiff attempting to monopolize the words “best vacuum.” Not only are
these assertions absurd, it is also completely contrary to plain reading of Plaintiff's complaint in
the present case. Plaintiff agrees that Defen_daﬁt is free to use any words it wishes to describe the
quality of its vacuums, Simply put, Plaintiff seeks to p}otcct its rademark “Best Vacuum” and
to enjoin Defendant from regisiering and using any domain names that are confusingly similar
10 the “Best Vacuum” trademark.

L, Plaintiff has a protectable mark because, though descriptive, it has secondary
meaning.
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Owners of both registered and unregistered marks are protected under Section 43(a) of
the Act. Eli Lilly & Co. v. Natural 4nswers, Inc., 233 F.3d 456, 461 (7th Cir. 2000) In order 1o

prevail in a cause of action brought under Section 43(2), a complainant must demonstrate a valid,
protectable interest in a trademark and that the alleged infringing use of a colorable imitation of a
trademnark is likely to cause confusion among consumers. Jd.

Plaintiff has a valid, protectable interest in its longstanding trade name. While, generally
speaking, descriptive marks are not protectable, they can be protectable when_thay have acquired
secondary meaning. Although Plaintiff’s mark is, erguably, descriptive of the goods associated
with the mark, Plaintiff asserts that the mark has acquired secondary meaning. Survey evidence,
market research and consumer reaction studies are relevant in establishing acquired
distinctiveness. Plaintiff respectfully submits the consumer reviews and surveys of “Best
Vacuurn” located at epinions.com as evidence of acquired distinctiveness, attached hereto as
“Exhibit A.” Epinions.com “1s a premler consumer reviews platform on the Web and a reliable
source for valuable consumer 1n51ght unbiased advice, in-depth product evaluations and
personalized recommendations. »1 plaintiff is not affiliated with Epinions.com.  After
consummating a purchase at Plaintiff’s web site, the customer is asked by Epions. com to
evaluate the experience of shopping at web site. A customer’s decision to complete the survey is
entirely voluntary. _

As evidence in support of the fact that the purchasing public recognizes Plaintiff’s matk
as a source identifier for Plaintiff’s goods, applicant respectfully submits the first twelve (12)
consumer reviews of “Best Vacuum” and the first fifteen (15) of six hundred twenty six (6206)
consumer surveys of “Best Vacuum.” As stated by one consumer reviewer, “Their name says it
all” Clearly there is substantial consumer recognition of applicant and the phrase “Best
Vacuum” as identifying a distinet source, not merely a descriptor of Plaintiff’s products.

Moreover, Plaintiff asserts that the phrase “Best Vacuum” is not merely descnpmre
Rather, the phrase “Best Vacuum” is suggestive of the idea that the whichever vacuum a buyer
chooses, it will be superlative in all qualities that relate to vacuum cleaners. When one considers
the universe of factors that may go into the buying decision for any given consumer of vacuum

cleaners, it becomes clear that the naturc and extent of such criteria depend on each individual

' hetp+//www.epinions.com/about, last viewed September 26, 2004.
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buyer. Therefore, the phrase “Best Vacuum™ would suggest something more to a consumer than
merely the idea of vacuums in general. '

Clearly, Plaintff has a protectable interest in the mark at issue here. Not only has
Plaintiff made substantial long term use and financial investment in promotion of the mark as a

source identifier, but the purchasing public recognizes the phrase “Best Vacuum” as identifying a

distinct souree.
2 Plaintiff’s Motion for Preliminary Injunction should be granted because any
harm that the preliminary injunction might impose upon Defendant is
nominal.

If the Court allows Defendant to use the domain names and it later develops that the use
of these domain names dilute or infringe on Plaintiff’s mark, Plaintiff will have suffered
significant irreparable harm. The “Best Vacuum” mark no longer will serve to identify Plaintiff
as unique and to the extent consumers ate misled by the Defendant’s domain names, the
goodwill that the Plaintiff has-developed in the “Best Vacuum” mark for the past twenty (20)
years will suffer. Although the ways in which the loss of this source identifier and goodwill
would impact the Plaintiff are unpredictable, they most certainly would be negative. Such harms
“are by their very nature irreparable and not susceptible of adequate measurement for remedy at
law,” (Jaternational Kennel Club, Inc., 846 F.2d at 1092), .and irreparable harm 1s presumed'
whenever a trademark is infringed and diluted. Eli Lilly, 233 F.3d at 469.

Conversely, the potential harm to Defendant is far less than the harm to Plaintff. At stake
for Plaintiff is _the goodwill Ithét. :it has associatcd with its very own trade name over the last
twenty (20) years. In coptrast, the goodwill associated with Defendant’s trade name is not at
stake: Defendant’s trade name is “Jan Design, Inc.” Although Defendant may wish to claim that
“pastehoicevacuums.com” is its trade name, this simply is not true. Insofar as Defendant’s use 1s
concerned, “bestchoicevacuums.com” functions solely as an internet address and not as a source
identifier. Additionally, to the extent that there is goodwill, if any, associated with Defendant’s
use of the two (2) domain names for the few months prior to this Jawsuit, this is greatly
outweighed by Plaintiff’s eight (8) years of use and pmmotion of its trade mark and domain
name. Given Plamtlff’ s likelihood of success of the merits, an injunction against use of the
domain names poses httlc, if any, threat of harm to Defendant, and has absolutely no impact on
Defendant’s continued use of its trade name; conversely, without the injunction, Plaintiff faces

substantial harm. The brief history of Defendant’s use of the domain names at issue further
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minimizes any potential harm to Defendant posed by an injunction, since Defendant would be
permitted to continue to market its product under an alternative name. -
IV. CONCLUSION

Plaintiff has met its burden with respect to the requirements for a preliminary injunction
against Defendant. Plaintiff has demonstrated a reasonable likelihood of success on the merits of
its underlying claims, that it has no adequate remedy at law, and that it will suffer irreparable
harm without the preliminary injunction. Given the similarity between the Plaintiff’s mark and
Defendant’s domain names and the similarity in products, use and degree of consumer care, as
well as ihe strength of Plaintiff’s mark and the Defendant’s intent to trade on the goodwill
associated with Plaintiff’s mark, Plaintiff has clearly demonstrated a reasonable likelihood of
prevailing on its infringement claim. Additionally, given that Defendant’s domain names will, if
they have not already, lessen the capacity of “Best Vacuum™ to identify Plaintiff and Plaintiff's
goods, Plaintiff has clearly demoﬁstratg‘ci a reasonable Iikelihobd of prevailing on its dilution
claim. Lastly, the potential harm to Plaintiff outweighs any irreparable harm the preliminary
injunction might impose upon Defendant and granting an injunction fosters public interest.
Therefore, this Court must find ﬁat Plaintiff has a likelihood of success on the merits and grant
this Motion for Preliminary Injunction.
Respectfully submitted, |

DATED this 27" day of September, 2004. -

DAVID M. ADLER, ESQ. & ASSOCIATES, PC

AAJ[LL/(/

David M. Adler, ISBA #6242403
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Searchfor Oniine Stores & Services .« Advanced Search

Home > Web Sites & Intemnet Services > Online Stores & Sarvices

Best Vacuum ,

.llu » . . 3 Wl
Overall store rating: % W’f"{ o @ View Information
Reviewsd by 638 cusitnmerng .
Ease of Ordering: P o bt e @ Read Reviews and Sur
Customer Service: RN SR i :
On-Time Delivery: '+ s @ Write 3 Review
Selection: M A EIH
Write a review

Substribe 10 revigws oo this slore

Read Reviews
Showing 1-12 of 12 reviews

Sort by Sort by
Rating Review Date

Product Rafing:  +*+*«’w”  BestVacuum
Ease of Ordering: Mo~ ®ATil by charlie007, May 03 '02

CUSIOMET Service: mmomsm wmm= Best Vacuum has a good site - informational and easy to navigate. | had some
qualms about buying a Miele from them because of the distance (they're in

. Chicago, I'm in L.A,) and money involved (Miele ain't cheap!), But, frankly, these
Seiection: Fmmm—RAsE people were great....

On-Time Dealivery, meamwmesymrggzes

Read the full review

Product Rating: v/  Their name says it all
Fase of Ordering: o a7 by abe?4601, Oct 13 02

Customer Service: smeapmusmm Based on an Epinions review, and the fact that they were an authorized dealer fi
On-Time Delivery; =sesssmmasy the brand | wanted, | ordered a vacuum from Best Vacuum in Septemnber (2002)

Selection: ey | paid $70.00 less than the price | saw in another retailer's catalog.

Lo
Read the full_review

Product Rating: "’ s s " Excellent servir:g
Ease of Ordering: 1 <4z by lafutura, Aug 10 02

Customer Service: mam=saum, | was confused by all the options that Miele had, so called them. They were mon
than happy to go through pros and cons of each one, and make a recommendat
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Customer Service,

On-Time Delivery:
Selaction:

Product Rating:
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to me based on my needs. Shiphing was extremely fast (and free) and | would b
from them again...

Read the full review

Absolutely trouble and hassle free, great value and N[CE PEOPLE!
by donnapalmer, Aug 27 '04

| researched the vacuum | wanted first, and "googled” the vendor based on the \
| chose, Sifting through the results of my “Dyson vacuum vendor" search, | came

across Best Vacuum, The website was easy to navigate, easy on the eyes, and
narrowed the ..

Ciass Act for buying Miele Vacuums
by rmeunningham, Jan 30 ‘04
Bought a Miele Plus from them and they were very helpful with questions and

offered the lowest price | could find. The extra bags | ordered were not in stock £
they sent those shortly thereafter and cffergd free shipping an everything....

Read the full review

A Trusied Dealer
by, grgngS Apr zq '02

| can't aomplam at all | was mpressed with the Ieve! nf service that | received. A
the Thank You Card was a nice..,

Read the full review

Express Reviews

Knowledgeahle sales staff; gr8 service! Salesperson personally
followed-up by phone, -

by healthlsawyert,Jul 20 '04

| went ta Best Vacuum's web site and looked at the different brands/models that
might need. A friend suggested Miele, which Best Vacuumn selis. Since ! live in
downtown Chicago, it was real sasy to drive over to their Lincoln Park store and
pick up the one { wanted.

I would definitely buy from them again!
by veronicafzé Jan 3104
1 ordered the vacuum on Saturclay and had it by Thursday. The vacuum came in

original package, in perfect condition. The site was easy to deal with and the pric
was great!! I'm very happy with my purchase and experience with Bast Vacuum,

No complaints

by jon_missouri,Jul 14 '04

I'otdered a refurbished Dyson DC-07 Animal off best-vacuum,.com's web site an
received it in two days. No shipping charge or tax (I'm not in lllinois). The vacuur

FREEEEEEEE was in brand new like, near-perfect shape except for a small tear in one of the

mupmsisusesl hoses underneath the vacuum, | emailed them and promptly received a reply fro
Paul, the president. He referred me to Dyson (which is what they are supposed 1
do in this case) and Dyson cordially sent me a new hose. | whole-heartedly
recommend both Best-Vacuum.com AND Dyson vacuums.

T Good fast service ..

S S by mewmex, Feb 18 '04
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| want to update my review dated February 2, 2004.
| purchased an Veritux HappyEyes floor lamp, unfortunately the first shipment
never arrived, | have now received a replacement, in perfect order. Thank you.

When the replacement lamp was shipped, | did receive an email with the shippir
tracking ID, this is very helpful to me, | can then keep an eye on the shipment, al
know when to expect it.

Perfectly smooth transaction. Easy ordering and quick ship.
by spoonpeapod,Oct 26 '03
Perfectly smooth transaction!

1 had already decided to purchase the Miele §177 Upright Vacuum before visitin
Epinions.com. The prices btwn the listed retailers were very competitive, | chose
Best Vacuum as they were close (Chicago .... I'm in Michigan). Their UPS groun
ship was faster than 3-day air from Califomisa.

Nice web site. Good information and easy 10 navigate, Easy to order. Vacuum
arrived quickly and works great!

Very happy customer!

Great price, fast shlpment
by all_lsﬁ.Mar 1004

Gota great pI‘ICE on my Rysen red/purple, It was shipped very quickly and
customer service was friendly. | was a bit disappointed that they did not ship the
Dyson in g carton'other than the box the -product is sold in, because | had heard
there were problems with Dysons breaking in shipping, but mine arrived unbroke
even though the box did have some minor shipping damage.

I

Where do surveys come |

9101t 1213141561617 181520 ... 42 Iy

Page1234$5?_§3

Sort by
Sq!'yey Date

Nov 2103
Product came faster than expected- excellent product! Very pleased,

Jul 0804 b
The vacuum | purchased arrived w1th a damaged handle - the merchant prompt!

responded to my questions with contact information for the manufacturer and an
offer to help me if | ran into problems with the manufacturer. Overall, quite friend
and helpful. {the manufacturer was wonderiul - just shipped out 2 new handle, w

no hassle)

Nov 2403 ‘

quick delivery, no problems, my 2 light bulbs were very well packed and worked
perfectly out of the box. | wish this company were registered with the Better
Business Bureau, though—that always gives me an extra measure of confidenct

Nov 21'03
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1 Inoked on the mtemet for the lamp and opted to purchase from Best Vacuwm
primarily based on price.

Jan 1104
We ordered, received confirmation, received our vacuum in the time frame
promised. What more can be asked of a merchant?

Janm 11 '04
Second purchase from Best Vacuum. Process could not have gone smoother. | *

definitely consider them for future purchases.

| Dec 07 '03

Good price and free shipping were major factors in choesing Best Vacuum. No
problems were experienced.

Nov 28 '03
It was very easy to find what | needed and | received it in a very few days. | hav¢
recommended this site to several of my friends.

Jul 10 '04
Best Vacuum was fine with respect to ordering, but I've already had to contact tF
manufacturer regarding problems with the remanufactured Dyson vacuum that |

bought (to request replacement parts). For $399, | had expected this vacuum to
in prime working order.

Nov 24 03 .
This is the second time we have ordered a vacuum from Best, the first one was
us, the second one a gift for my Mom. We like ordering from Best Vacuum just fi

Mar 18 '04

| placed an order with thema nd it was nice to see that they took come security
precautions to ensure that it was that ordered form them. Besides that, we recei
the product on time and | am very pleased with the results.

Feb 16 04

| received the order very quckly, but they forgot to include the vacuum bags. |
emailed Best Vacuum and received a reply the same day, The vacuum bags we
sent out immediately and | received them very shortly thereafter. Everything was
good condition, and | received an email with a tracking number so | knew exactly

when my package would arrive.

Aprd2 04
| called Best Vacuum with a question because | wanted another model - "the ful

kit" - that my brother ordered from them. They told me that it was discontinued,
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- On-Time Delivery; emmusmeama  that the animal was even better far $40 mere. | ordered it and received it early. |

; , : '
Sclediion: S have not used it yet but expect it ta be great!

Overall Rating: v v Feb 0704 ‘
3 g i yul | spent some time shopping around on the internet to find the best vacuum clear
Custornet Service: wetmsemee

; : that met our needs and Best Vacuumn was the easiest and most reliable merchau
On-Time Delivery: cmeempepemsesn |4 g g great shopping experience because they made it so easy to find exactly
Selection: E S what | wanted and they supplied excellent information on the preducts,

Overall Rating: w7 Mar 15704
Customer Sef\rice RO it Very good service. Best price that | could find for the product purchased. Fast

shipment.
On-Time Del]very: gy s P gn
Selection: P LA AR
Showing 1-15 of 626 surveys Page 123456789101112 1314151617 18 1920 ... 42 p

Featured Resources
Additional information on Besl Vacuum or other products.

Shop Now At Oreck.com
Vacuums are what we do - compact, uprights, and canisters. see Oreck.
Www,oreck,com

NetZero as low as 6.85/mo
Unlimited Intermet Access Limited time offer, ends soon.
www. netzero. net

40% Qff Vacuums and More
Buy janitorial supplies in bulk. Receive $5 off today. $11.95 Ship
www. ReStockit.com

Qali ion
Complete — Affordable — Fiexible Build it yourse!f or have us do it
www, storefront.net

Shop Vac
Shop Vac Parts & Supplies. Free Shipping over $50 - Low Prices
www. TotalVac.com

Help | Membar Center | Povecy Staternent | Site Indax
Aboul Epimians | Careors | Gontact Epinions | Mgrehant Centar | New Merchants | Adverlising

Epiniens | DealTime USA | ReaTime UK | PriceTool | shopping, com

@ 1098-2004 Epinions. Inc. Trademark Nolice

Epinions.com periodically updates pricing and produst information from third-parly sources,
50 some |nfonnatmn may be slightly out-of-date. You should confirm all information befdre relying on it
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